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Chapter 2

A New Fault Line in the
Modern Era of U.S. Patent
Eligibility

Reising Ethington P.C.

Introduction
The law of patent eligibility remains unclear. Despite efforts by
the courts and the U.S. Patent and Trademark Office (USPTO),
what is and is not eligible for patent protection is hazy years after
taking its modern form in Mayo1 and Alice.2 The topic continues
to pester patent stakeholders, with promises of better guidance
from time to time.
Until recently, the issue has struck inventions related to
computer-implementations and life sciences, and has spared
inventions in the mechanical field. But now the decision in
American Axle & Manufacturing, Inc. v. Neapco Holdings LLC 3
touches a mechanical technology for the first time under the
current patent eligibility framework, drawing a new fault line
in its jurisprudence. The case obscures this area of patent law
further, and has mechanical stakeholders, once able to largely
avoid the issue, thinking about patent eligibility perhaps more
than ever. This chapter looks at the decision and what it could
mean for mechanical inventions.

Background
The statute governing patent eligibility, 35 U.S.C. § 101, has
deceptively broad terms. Under the statute, a patent may be
obtained for “any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof ”.4 But courts attribute less breadth than the words
imply, holding that the section contains an implicit exception
making laws of nature, natural phenomena, and abstract ideas
not eligible for patent protection.5 The rationale often cited for
the exception is a concern that tying up basic tools of science
will impede innovation rather than promote it. Against this lies
the reality that all inventions at some level embody one or more
of these judicial exceptions.
The U.S. Supreme Court re-tooled the law of patent eligibility in Mayo and Alice, setting up the modern analytical framework and, perhaps unknowingly, dooming many computer-implemented and life science patents. Mayo involved a life science
innovation viewed by the Court as a law of nature, while Alice
involved a computer-implemented innovation viewed as an
abstract idea. The claims in both cases lacked eligible subject
matter. After the decisions, lower courts began finding more
and more patents in the two fields ineligible, and the USPTO
began rejecting more and more patent applications in the fields
on the same basis. The decisions chilled the filings of an untold
number of patent applications on inventions of these kinds. The
troubles more or less persist today.
The analytical framework drawn from Mayo/Alice has two
steps: i) determine whether the claims at issue are directed to
a law of nature, natural phenomenon, or an abstract idea; and

Corey M. Beaubien

ii) if so, then determine whether the claims recite an element or
a combination of elements ensuring that the claims amount to
significantly more than a patent on the judicial exception itself
(i.e., a search for an inventive concept).6 To date, only modest
clarity accompanies the application of these steps.

American Axle & Manufacturing, Inc. v. Neapco
Holdings LLC
Before the American Axle decision, many thought that patent
eligibility and the two-step framework were chiefly the concern
of patent stakeholders in the computer-implemented and life
science fields, letting those in the mechanical field take up the
topic out of interest rather than necessity. This case challenges
that notion.
The patent in dispute in American Axle describes ways to attenuate vibrations in automotive propshafts – a technology far from
the more vulnerable computer-implemented and life science
innovations. In the case, the U.S. Court of Appeals for the
Federal Circuit considered whether claims that call for tuning
liners for the purpose of reducing multiple types of vibrations
in propshafts were eligible for patent protection under § 101. It
concluded that the claims were not.7
The claims ultimately held ineligible are manufacturing
method claims. The controversial claim language from representative claim 1 recites the step: “tuning at least one liner to
attenuate at least two types of vibration transmitted through the
shaft member.” A liner, in general, is a hollow tube made of
a cardboard-like material that is placed inside of the particular
shaft member. The settled construction of the term “tuning”
involved controlling the mass and stiffness of the liner in order
to match the relevant frequencies. Unlike what was known, the
asserted advance centred around reducing two types of vibrations in propshafts at the same time, one of the types being
bending mode vibrations.
The claims failed to withstand the court’s scrutiny under steps
one and two of the Mayo/Alice analytical framework. Under
step one, the Federal Circuit found that the claims were indeed
directed to one of the judicial exceptions – here, to a law of
nature.8 The main focus of the claims was on tuning liners.
The court viewed tuning liners as involving an application of
Hooke’s law, a law of nature that mathematically relates the mass
and/or stiffness of an object to the frequency with which that
object vibrates. The court attributed little else to the claims:
“[b]ut, the claims’ general instruction to tune a liner amounts
to no more than a directive to use one’s knowledge of Hooke’s
law, and possibly other natural laws, to engage in an ad hoc trialand-error process of changing the characteristics of a liner until
a desired result is achieved.” 9 Merely applying Hooke’s law was
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seen by the court as at odds with the re-tooled law of patent
eligibility: “[t]hus, the problem is that the claims’ instruction to
tune a liner essentially amounts to the sort of directive prohibited by the Supreme Court in Mayo—i.e. ‘simply stat[ing] a law
of nature while adding the words ‘apply it.’’”10
Still, the cause of greatest discomfort for the Federal Circuit
was the result-focused nature of the claim language invoking the
judicial exception, and the absence of the means for achieving the
result. The court leaned on Supreme Court caselaw preceding
Mayo and Alice for solace: “[t]he Supreme Court’s analysis in
Parker v. Flook reinforces our conclusion that a claim to a natural
law concept without specifying the means of how to implement
the concept is ineligible under section 101.”11 The court observed
parallels in the ineligible claims in Flook and those at issue: “as
in Flook, where the patent did not disclose how variables were
measured nor the means by which the alarm system functioned,
the claims here do not disclose how target frequencies are determined or how, using that information, liners are tuned to attenuate two different vibration modes simultaneously.”12 The court
contrasted the asserted claims with those in another Supreme
Court case, Diamond v. Diehr, which were held eligible: “[t]he
invention [in Diehr] involved a new rubber-curing process with
a specific and detailed series of steps (one of which included the
use of a natural law) that limited the possibility of preempting the
natural law itself.”13
Lastly, while the vibration attenuation technology at issue may
have been more complex than a simple application of Hooke’s law,
the court wanted to see more in the claims themselves: “[w]hat is
missing is any physical structure or steps for achieving the claimed
result of damping two different types of vibrations. The focus of
the claimed advance here is simply the concept of achieving that
result, by whatever structures or steps happen to work.”14 The
court hence concluded that the claims were indeed directed to a law
of nature under step one of the Mayo/Alice analytical framework.15
The claims fared no better under step two. In a brief analysis,
the court found nothing in the claims that constituted an inventive concept and amounted to significantly more than a patent on
the law of nature itself.16 Here, the court remained unimpressed by
the claimed advance of tuning a liner to reduce two types of vibrations in propshafts at the same time: “…this direction to engage in
a conventional, unbounded trial-and-error process does not make
a patent eligible invention, even if the desired result to which that
process is directed would be new and unconventional.”17
Falling short in each step, the Federal Circuit concluded that
the claims were not eligible for patent protection under § 101.18
A sharp dissent accompanied the majority decision. Among
the faults it found, the dissent viewed the majority’s analyses
under steps one and two of the Mayo/Alice framework as flawed,19
and viewed the majority’s unease with the result-focused nature
of the claims as an issue more appropriately addressed by another
section altogether of the patent statute, enablement under § 112.20
And in a rare move, a day after American Axle was decided
by the Federal Circuit, a U.S. congressman and member of the
House Judiciary Committee, the body whose oversight includes
the federal courts and intellectual property law, released a statement criticising the court’s finding of ineligibility in stark terms.

Update — American Axle & Manufacturing, Inc.
v. Neapco Holdings LLC II
As evidence of how controversial the case remains, the Federal
Circuit modified and reissued its original opinion in American

Axle 10 months later, and on the eve of this chapter’s publication. The modified opinion, American Axle II, 21 followed a
combined petition for a panel rehearing and a rehearing en banc.
Among the changes in American Axle II, the court drew a
distinction between representative claims 1 and 22. The court
concluded that claim 22 was still not eligible under § 101, but
remanded to the lower court to address whether claim 1 can
withstand scrutiny under another basis of ineligibility – the
abstract idea judicial exception rather than the law of nature
exception. What saved claim 1 at this turn is the claim’s more
general recitation of “tuning”, compared to claim 22’s recitation
“tuning a mass and a stiffness of at least one liner”. The more
general language of claim 1, the court observed, could involve
controlling variables other than mass and stiffness. Moreover,
unlike claim 22, claim 1 calls for “positioning the at least one
liner”.

Comments
The American Axle decision is a first of its kind in the modern
era of U.S. patent eligibility. Contemporary eligibility issues had
kept a safe distance from mechanical technologies and from
the method of manufacturing claims, but now make their way
to automotive propshafts and tuning liners in the case. While
possibly roused by the decision, an onset of eligibility woes as
unsettling as that experienced in the computer implemented
and life science fields after Mayo and Alice, is less likely in the
mechanical field. Claim protection for mechanical inventions
can often be shaped in more concrete ways than inventions
in these other fields, and the claims at issue in American Axle
were method claims and not apparatus claims which are more
common for mechanical inventions.
Still, the decision is an unpredictable turn for an already
unpredictable area of law, and mechanical practitioners are wise
to proceed with caution. Claim language that is result-focused
in nature – and imprecise and even silent as to the means for
achieving the result – is not uncommon for claims of all kinds,
including those to mechanical inventions. Indeed, it can be an
effective strategy to secure desired claim breadth when injected
at the point of novelty and when permitted by the prior art. But
result-focused claim language should be employed wittingly, and
mindful of the potential patent eligibility risks posed, especially
when an application of a judicial exception is involved and the
means to achieve the result are less apparent. Should the claims
be found to too heavily invoke one of the judicial exceptions, like
a law of nature, the claims will have to withstand eligibility scrutiny alone and without reliance on the detailed description.
The key is sensing when claims lean on a judicial exception too
much, putting them at risk. This is the challenge. A helpful guide
is through the lens of claim breadth and preemption. In American
Axle, the court’s protests against claiming the result without the
means, and the accompanying generous breadth, is also a concern
about undue preemption of Hooke’s law. Broader claim language
tends to preempt the use of a judicial exception (when invoked)
more than that of the narrower sort, and hence may invite more
scrutiny under the law of patent eligibility moving forward for
mechanical inventions. Having good antennae is useful here. Of
course, the usual advice to prepare claims of varying scope – some
more result-focused in nature, and others more means-focused in
nature – could strengthen mechanical claims against patent eligibility challenges.
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Conclusion

Endnotes

Where the fault lines for patent eligibility begin and end and
lie in-between is unclear. Absent further guidance from the
U.S. Supreme Court or the legislature, one can expect the lines
to remain fluid. In the meantime, the U.S. patent community in all technology fields is accustomed to living with uncertainty in the patent laws. This is the state of things in the postAmerica Invents Act (AIA) era and with the Supreme Court’s
appetite for patent matters in the previous decade or so. One
constant is patent quality. Readying patent protection for whatever challenges lie ahead begins with rigor in preparation: thorough understanding of the technology; thoughtful independent
claims, backed by strong dependent claims; in-depth descriptions; and careful attention to evolving patent laws. At least that
much is clear.
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